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DETAILED ACTION 

1 . In view of the amendment filed May 5, 2008, claims 1 -30 are pending. Claims 2, 
4, 22-25 are drawn to non-elected subject matter. Claims 1 , 3, 5-21 , 26-30 are 
examined with merit. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 , 3, 5-21 , 26-30 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 (line 10-12), the recitations "0.01% to 10% by weight" are considered 
indefinite. In view of the recitation "consisting of (claim 1, line 7), the total of weight % 
should be 100 percent. Is there any missing components? 

Claims 28, 30 (line 1), the recitations "mono-" is considered indefinite. There is 
insufficient antecedent basis for these limitations in the claims. 

Applicant's arguments filed May 5, 2008 have been fully considered but they are 
not persuasive. Applicants argue that "a crosslinkable component that consists of one or 
more non-functional acrylate and one or more functional methacrylate, where the 
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crosslinkable component may optionally also consist of low percentage of the total 
crosslinkable component by weight of functional acrylates and/or non-functional 
methacrylates. Optional components and ranges of percent by weight composition, 
even in a "closed" set are permitted, and this kind of claim language is recognized and 
has been allowed in the past." However, applicants' argument is not supported by claim 
1 as written. Applicants must recognize that claim 1 (line 7), recites "a monomer mixture 
consisting of...", not "a crosslinkable component consisting of. On the contrary, claim 1 
(line 2) clearly recites "crosslinkable component comprises". 

Regarding claim 28, the recitation "mono" must be supported by claim 1 in order 
to provide support for the antecedent basis for the recitation "mono" of claim 28. 
Antecedent basis can not be supported by applicants' specification as argued. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

5. Claims 1, 3, 5-11, 13-21 , 26-30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rink et al. (US 6,013,739) for the reasons adequately set forth from 
paragraph 7 of the office rejection of January 4, 2008. 
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I . (Currently Amended) A coating composition comprising crosslinkable and 



crosslinking components, wherein said crosslinkable component rompiises: 

a copolymer having on an average 2 to 25 crosslinkable groups selected from the group 
consisting of hydroxy!, acetoacetoxy, carboxyL primary amine, secondary arorae, epoxy 
and a combination thereof; a weight average molecular weight ranging from about 1000 
to 4500; a polydispersity ranging from about 1.05 to 2.5; wherein said copolymer is 
polymerized from a monomer mixture consisting of one or more non-functional acrylate 
monomers and one or more functional methacrylate monomers provided with said 
functional groups, or said monomer mixtur o also oonsiating of and optional l y one or both 
of: (i) 0.01% to 10% by weight of one or more functional acrylate monomers provided 
with said functional groups and (ii) 0.01 % to 1 0% by weight of one or more non- 
; functional methacrylate monomers; and - r 

"} ' wherein said crosslinking component for said crosslinkable groups is selected from 



combination thereof. 



26. (Currently Amended) A coating composition comprising crosslinkable and 
crosslinking components, wherein said crosslinkable component comprises: 

a copolymer having on an average 2 to 25 trosslirikable groups selected from the 
group consisting of hydroxyl, acetoacetoxy, primary amine, secondary amine, and a 
combination thereof; a weight average molecular weight ranging from about 1 000 to 4500; a 
polydispersity ranging from about 1.05 to 2.5; wherein said copolymer is polymerized from a 
monomer mixture consisting of one or more non-functional acrylate monomers and one or 
more functional methacrylate monomers provided with said functional groups, ar-said 



weight of one or more functional acrylate monomers and (ii) 0.01 % to 10% by weight of one 
or more functional methacrylate monomers provided with said functional groups; and 

wherein said crosslinking component for said crosslinkable groups is selected from 
the group consisting ofpolyisocyanate, ketimine, melamine, and a combination thereof. 





r and optionally one or both of: (i) 0-01% to 10% by 



Rink et al. (col. 18-19, claim 1, col. 9, line 29-41) claim a coating composition 
comprising copolymers containing hydroxyl groups as a crosslinkable component as 
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claimed, and polyisocyanate as a crosslinking component. Rink et al. (col. 9, line 29-41) 
clearly disclose the molecular weight and polydispersity properties as claimed. 

Regarding the processing related limitations of claims 17, 18, and 21 , they do not 
carry much weight in the patentability of the claimed coating composition unless 
applicants can provide proof that the claimed processing related limitations would impart 
unique features onto the claimed coating compositions. 

Regarding the Tg limitation of claim 6 and the VOC limitation of claim 7, in view 
of the substantially identical composition as claimed and the composition as disclosed in 
Rink et al., the examiner has a reasonable basis that the claimed Tg and the claimed 
VOC properties are inherently possessed in Rink et al. 

In view of the reasons set forth above, Claims 1 , 3, 5-11 , 13-21 , 26-30 are 
anticipated. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rink et 
al. (US 6,01 3,739) in view of Roesler et al. (US 2003/0232942 A1 ), for the reasons 
adequately set forth from paragraph 9 of the office rejection of January 4, 2008. 

Rink et al. (col. 18-19, claim 1, col. 9, line 29-41) claim a coating composition 
comprising copolymers containing hydroxyl groups as a crosslinkable component as 
claimed, and polyiscyanate as a crosslinking component. Rink et al. (col. 9, line 29-41) 
clearly disclose the molecular weight and polydispersity properties as claimed. 

The difference between the invention of claim 12 and Rink et al. is that Rink et al. 
are silent on a coating composition comprising isocyanatopropyl trimethoxy silane. 

Roesler et al. (abstract; 0061 ) disclose polyurethane coating compositions that 
are very similar to the polyurethane coating compositions of Rink et al., in that both 
disclose the use of polyols, and polyisocyanates for preparing polyurethane based 
coating compositions. In view that both Roesler et al. and Rink et al. are in the field of 
endeavors of developing novel polyurethane coating compositions, it would have been 
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obvious to one of ordinary skill in art to incorporate the isocyanatopropyl trimethoxy 
silane teaching of Roesler et al. (page 5, 0067) into composition teachings in Roesler et 
al. to obtain the invention of claim 12, motivated by the expectation of success of 
developing a coating system that is moisture curable (page 1 , 0001 ; page 5, 0069- 
0074). 



Response to Arguments 

Applicant's arguments filed October 18, 2007 have been fully considered but they 
are not persuasive. Applicants argue that Rink et al. are silent on the combination of 
non-functional acrylate(s) with functional methacrylate(s) because Rink et al. do not 
teach the combination of non-functional acrylate(s) with functional methacrylate(s) in the 
form of a copolymer. Applicants fail to recognize that Rink et al. (col. 18, claim 1 , (a) and 
(c)) clearly disclose functional methacrylates and non-functional acrylate as defined by 
applicants' specification (page 7) in a copolymer in view that Rink et al. (col. 18, line 22- 
23) clearly disclose "reaction product obtained by polymerizing". 



The non-functional acrylate monomer can be provided with one or more 
groups selected from the group consisting of linear CI to C20 alkyl, branched C3 to 
C20 alkyl, cyclic C3 to C20 alkyl, bicvclic or polvcvclic C5 to C20 alkyl, aromatic 
with 2 to 3 rings, phenyl, C1 to C20 fluorocarbon and a combination thereof. The 
functional methacrylate monomer is provided with one or more groups selected 
from the group consisting of hydroxyl, carboxyl, acetoacetoxy, primary and 
secondary amine, epoxy and a combination thereof. 

Some of the one or more non-functional acrylate monomers in the 

monomer mixture include methyl acrylate, ethyl acrylate, propyl acrylate, butyl 
acrylate, pentyl acrylate, hexyl acrylate, octyl acrylate, nonyl acrylate, isodecyl 
acrylate, and lauryl acrylate; branched alkyl monomers, such as isobutyl acrylate, 
t-butyl acrylate and 2-ethylhexyl acrylate; and cyclic alkyl monomers, such as 
cyclohexyl acrylate, methylcyclohexyl acrylate, trimethylcyclohexyl acrylate, 
tertiarybutylcyclohexyl acrylate and isobomyl acrylate. Isobomyl acrylate and 
butyl acrylate are preferred. 
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Some of the specific functional methacrylate monomers in the monomer 
mixture can include hydroxyalkyl methacrylates, such as hydroxyethyl 
methacrylate, hydroxy propyl methacrylate, hydroxyisopropyl methacrylate, 
hydroxybutyl methacrylate; aminoalkyl methacrylates, such as 
tertiarybutylaminoethyl methacrylate and N-methylaminoethyl methacrylate: 
qlycidyl methacrylate, methacrylic acid and acetoacetoxyethyl methacrylate. 
Hydroxyethyl methacrylate and hydroxybutyl methacrylate are preferred. 

Regarding the claimed "0.01 to 10% by weight" of components (i) and (ii), the 
examiner has a reasonable basis to believe that the claimed range actually has a range 
of "0.01 to 50% by weight" because in view of the recitation "consisting of of claim 1 
excludes other components, and that (i) and (ii) are in equal amount. Therefore, the 
examiner has a reasonable basis to interpret the range as "0.01 to 50% by weight". 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.goyou have 
questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

/William K Cheung/ 

Primary Examiner, Art Unit 1796 

William K. Cheung, Ph. D. 

Primary Examiner 

July 31, 2008 
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